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REMARKS 

Claims 1, 4, 6, 9, 1 1 » and 14 stand rejected for obviousness under 35 U.S.C § 1 03(a) as 
being unpatentable over Foladare, etaL (U.S. Patent 6,311,210), in view of Moran, etal., 
(U.S. Pub. 2003/0104827), and in view of Segur (U.S. Patent 6,212,550). As will be 
shown below, neither Foladare^ Moran, nor Segur, either alone or in combination, teaches 
or suggests a method, system, or computer program product for email administration as 
claimed in the present q)plication. Claims 1,4,6,9, 11, and 14 aie therefore patentable 
and should be allowed. Applicants respectfully traverse each rejection individually and 
request reconsideration of claims 1, 4, 6, 9, 1 1, and 14. 

Claims 2, 3, 5, 7, 8, 10, 1 2, 13, and 15 stand rejected for obviousness under 35 U.S.C § 
103(a) as being unpatentable over Foladare, et al (U.S. Patent 6,3 1 1 ,21 0), in view of 
Moran, etal.,Q3.%, Pub. 2003/0104827), in view of Segur (U.S. Patent 6,212,550), and 
further in view of Tsai (U.S. Patent 6,839,741). As will be shown below, neither 
Foladare, Moran, Segur, nor Tsai, either alone or in combination, teaches or suggests a 
method, system, or computer program product for eniaiJ administration as claimed in the 
present application. Claims 2, 3, 5, 7, 8, 10, 12, 13, and 15 are therefore patentable and 
should be allowed. Applicants respectfully traverse each rejection individually and 
request reconsideration of claims 2, 3, 5, 7, 8, 10, 12, 13, and 15. 

Claim Rejection s - 35 U.S.C. S103 

To establish a prima &cie case of obviousness, three basic criteria must be met. Manual 
of Patent Examining Procedure §2142. The first element of a prima fede case of 
obviousness under 35 U.S.C. § 103 is that there must be a suggestion or motivation to 
combine the references. In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. 
Cir. 1991). The second element of a prima facie case of obviousness under 35 U.S.C. § 
103 is that there must be a reasonable expectation of success in the proposed combination 
of references. In re Merck * Co,, Inc, 800 R2d 1091, 1097, 231 USPQ 375, 379 (Fed. 
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Cir. 1986). The third element of a prima fecie case of obviousness under 35 US.C- § 103 
is that the proposed combination of refeteQces must teach or suggest all of Applicants' 
claim limitations. In re Royka, 490 R2d 981 , 985, 180 USPQ 580, 583 (CCPA 1974). 

Foladare. Moran, and Seeur 

Claims 1,4, 6, 9, 11, and 14 stand rejected for obviousness under 35 U,S.C § 103(a) as 
being unpatentable over Foladare, et al (U,S. Patent 6,3 1 1 ^10), in view of Moran, et al., 
(U.S. Pub, 2003/0104827), and in view of Segur (U.S. Patent 6,212,550). The proposed 
combination of Foladare, Moran, and Segur cannot establish a prima &cie case of 
obviousness because the proposed combination does not teach each and every element of 
the claims of the present application, there is no suggestion or motivation to make the 
proposed combination, and there is no reasonable expectation of success in the proposed 
combination of Foladaie, Moran, and Segur. The combination of Foladare, Moran, and 
Segur therefore does not establish a prima fecie case of obviousness. The rejection of 
claims 1, 4, 6, 9, 1 1, and 14 should therefore be withdrawn and the case should be 
allowed. 

The Combination Of Foladare, Moran. and Segur 
Does Not Teach All Of Applicants' Claim Limitations Of Claim 1 

Foladare 

To establish a prima facie case of obviousness, the proposed combination of Foladare, 
Moran, and Segur must disclose all of Applicants' claim limitations. In re Royhj, 490 
F,2d 981, 985, 180 USPQ 580, 583 (CCPA 1974). Independent claim 1 claims: 

1 . A method of email administration comprising the steps of: 

receiving through a transcoding gateway an email message, 
wherein 
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the email message comprises at least one digital object having 
a digital object type; 

the transcoding gateway is coupled to one or more display 
devices^ and 

the transcoding gateway comprises^ for each display device, a 
display device record comprising display format attributes of 
each display device* wherein the display format attributes 
include a display format type for each display device; 

finding a display device record for a destination display device, 
wherein the destination display device comprises a display device 
having a display format type that is the same as the digital object 

transcoding the digital object in dependence upon the display 
format attributes of the destination display device; and 

displaying the transcoded digital object on the destination display 
device. 

Regarding the rejection of claim 1, the Office Action at page 2 states that Foladare at 
column 4, lines 35-37, reference number 160, and column 3, lines 15-16 teaches: 

Receiving (via means-200, col. 4 1. 35-37, recorded on a medium as 
described in coL 7 1. 28-41) through a transcoding gateway (160) an email 
message (col. 3 U. 13-16)... 
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The cited sectiot) of the Office Action takes the positioa that reference number 1 60 of 
FoUdare teaches a 'transcoding gatewa/^ as claimed in independent claim 1 . Column 2, 
line 51, of Foladare actually describes that reference number 160 is a "centralized mail 
device 160/^ Foladare at column 3, lines 15-16, also states that "[t]he centralized mail 
device 160 receives the electronic mail message fiom the user device 100" and Foladare 
at column 3, lines 37-39, states that "the centralized mail device 160 sends portions of the 
electronic mail message stored in memory to the designated electronic mail receiving 
devices 120-1 50/' The centralized mail device of Foladore parses an incoming email into 
portions and forwards those portions to various mail receiving devices. The centralize 
mail device of Foladare that parses incoming email messages and forwards those portions 
to various mail receiving devices does not teach a transcoding gateway as claimed in the 
present application. The references to Foladare cited in the Office Action therefore 
caimot teach receiving througji a transcoding gateway an email message as claimed in the 
present application. Foladare therefore does not teach each and every element of 
independent claim 1 and the rejection should be withdrawn. 

The OfiBce Action at page 2 also states that Foladare at reference numbers 1 60, 302, and 
120-150 teaches: 

the transcoding gateway (160) is coupled to one or more display devices 
(302, 120-150)... 

As mentioned above, however, what reference numb^ 160 of Foladare actually teaches, 
as indicated at column 3, lines 1 5-1 6» and column 3, lines 37-39» is a ^'centralized mail 
device 160" that parses an inconung email into portions and forwards those portions to 
various email receiving devices. The centralized mail device of Foladare that forwards 
portions of email to email receiving devices does not teach a transcoding gateway. The 
references of Foladare cited by the Office Action therefore cannot teach the transcoding 
gateway is coupled to one or more display devices as claimed in the present application. 
Foladare therefore does not teach each and ev^ element of independent claim 1 and the 
rgection should be withdrawn. 
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The Office Action at pages 2-3 also states that Foladare at Figure 3, column 5, lines 1 1 - 
15, and colutnn 6^ lines 37-40,, teaches: 

transcoding gateway comprises, for each display, a display device recoid 
(fig. 3) comprising display format attributes (303, file extensions, col. 5 11. 
1 1-15, coL 6 II. 37-40) of each display device (302, 120-150)^ wherein the 
display format attributes (303, file extensions, col 5 IL 1 1-15, col. 6 11. 37- 
40) include a display format type for each display device (e.g. display 
format type equates to file extensions such as .doc .exe .bmp etc.). 

As indicated at column 5, lines 9-10 and lines 27-28, what Figure 3 of Foladare actually 
discloses, is '*an exemplary data structure of the profile database 165'' and that "controller 
200 retrieves the profile information for the retrieving party ftom the profile database 
1 65 ... That is, the profile database of Foladare stores profile information for a party 
receiving an email. The record depicted in Figure 3 of Foladare is a party profile tecord, 
not the display device record of claim 1 . The party profile record of Foladare does not 
teach a display device record as claimed in the present application. Foladare therefore 
does not teach each and every element of independent claim 1 and the rejection should be 
withdrawn. 

The Office Action at page 3 also states that Foladare at column 6, lines 21^, teaches: 

finding a display device (by way of means on a recorded medium-200 & 
160 col. 7 1. 28-41) record for a destination display device (e.g. destination 
display device is a recipient of email message with an attachment), 
wherein the destination display device comprises a display having a 
display fbtmal type (e.g. display format type equates to file extensions 
such as .doc ,exe .bmp etc.) that is the same as the digital object type (e.g. 
attachment, files, bitmap documents etc, which have same file extensions 
such as .doc, .exe .bmp etc, col. 6 II. 21-40)... 
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What coliinm 6, lines 21-40, of Foladare actually discloses is that *thc ccntraJixed 
electronic m^l device 1.60 of the present invention may also determine which, devices are 
to receive any attachments to the electronic mail message. . .whether or not to send 
attachments, which type of attachments to send, and the like.*' Foladare at column 6, 
lines 21-40, however, does not mention "finding a display device record for a destination 
display device** as claimed \n the p^ent application. In fact, Foladare never mentions, 
not even once, *Tmding a display device record.** Foladare's determination of which 
devices are to receive any attachments, whether or not to send attachments, or which 
types of attachments to send is not finding a display device record for a destination 
display device of die present application. Foladare therefore docs not teach each and 
every element of independent claim 1 and the rejection should be withdrawn. 

The OfBce Action at page 3 also states that Foladare at column 6, lines 55-57, teaches: 

displaying the digital object on the destination display device (col, 6 11. 55- 
57)... 

What column 6, lines 55-57, of Foladare actually teaches is that "Steve then retrieves the 
electronic mail message, or portions thereof, using at least one of the electronic mail 
receiving devices 120-150," Claim 1 of the present application claims displaying a 
transcoded digital object, not the retrieving an email of Foladare. Foladare*s disclosure 
of retrieving an email does not teach displaying a transcoded digital object as claimed in 
the present application. Foladare therefore does not teach each and eveiy element of 
independent claim 1 and the rejection should be withdrawn. 

Moran 

The Office Action at page 3 states that Moran at reference numbers 70 and 75, teaches: 
receiving through a transcoding gateway (70) an email message (75). . . 
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What reference number 70 actually teaches at paragraph 0026 and Figure 3A of Moran is 
a **third party message rerouting/reformatting service 70*' that includes a "data extractor 
and message reformatter 96." Morati at paragraph 0038 states that "data extractor and 
message reformatter 96 will reformat e-mail message 75 in a block 1 14 to produce a 
destination message 98" that generally ' Vill comprise an SMS message, an e-mail 
message, or an instant message." Moran at paragraph 0030 explains that "[mjessages 98 
are then sent to a selected destination device.,,," that typically include, as indicated at 
paragr^h 0009, "cellular phones^ pagers, wireic^ PDA's, Pocket PCs, and wureless 
laptops." Moran is merely concerned with reformatting the text of an email message for 
viewing by various wireless devices. Claim 1 of the present application claims 
transcodmg a digital object, not refoimattuig the text of an email message. Reformatting 
the text of an email message is not transcoding a digital object as claimed in the present 
application. Similarly, the 'rerouting/reformatting service 70' of Moran is not a 
transcoding gateway as claimed in the present application. •Rerouting/reformatting 
service 70' and ^email messages 75' of Moran therefore do not teach receiving through a 
transcoding gateway an email message as datoied in the present application. Moran 
therefore does not teach each and every element of independent claim 1 and the rejection 
should be withdrawn. 

The Office Action at page 3 also states that Moran at reference numbers 70, 38, 48, 87, 
89, 91, and 93 teaches: 

the transcoding gateway (70) is coupled to one or more display devices 
(38,48, 87, 89,91,93)... 

As mentioned above, what reference number 70 of Moran actually teaches is a •'third 
party message rerouting/reformatting service 70" that reformats the text of an email 
message. Claim 1 of the present application claims transcoding a digital object, not 
reformatting the text of an email message. Reformatdng the text of an email message is 
not transcoding a digital object as claimed in the present appUcatioiL The 
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'rerouting/reformatting service 70' of Moran therefore is not a transcoding gateway as 
claimed in the present application. Moran. therefore does not teach each and every 
element of independent claim 1 and the rejection should be withdrawn. 

The Office Action at page 3 also states that Moran at leferencc nvunbcrs 70, 38, 48, 87^ 
89, 91, 93, 80, 82. 81, 84-94, 90 and paragraphs 0029, 0030, and 0037 teaches: 

the transcoding ^way (70) comprises, for each display device (38, 48, 
87. 89, 91, 93), a display device record (80, 82, 81, 84-94 [0029]) 
comprising display fonnat attributes of each device (90 e.g. capability 
information [0029-0030], [0037])... 

As mentioned above, what reference number 70 of Moran actually teaches is a *third 
party message rerouting/reformatting service 70** that reformats the text of an email 
message. Claim 1 of the present application claims transcoding a digital object, not 
reformatting the text of an email message. Reformatting the text of an email message is 
not transcoding a digital object as claimed in the present application. The 
^rerouting/reformatting service 70* of Moran therefore is not a transcoding gateway as 
claimed in the present application. Moran therefore does not teach each and every 
element of independent claim 1 and the rejection should be withdrawrL 

The Office Action at page 4 states that Moran at paragraphs 0030 and 0038 teaches: 

transcoding (via means disclosed in [0030] on recording medium 
disclosed in (0060-0063 J) the email message in dependence upon the 
display fonnat attributes (e.g. device capabilities) of the destination 
display device ([0030] [003 8])... [emphasis added] 

Claim 1 of the present application, however, claims transcoding a digital obgect. not 
transcoding an email as cited by the Office Action. As mentioned above, an email is not 
a digital object as claimed in the present plication. Transcoding an email message as 
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cited by the OjBBce Action docs not teach transcoding a digital object as claimed in the 
present £4>plication. In addition, what pars^phs 0030 and 0038 of Moran actually teach 
is that "data extractor and message reformatter 96 will reformat e-mail message 75 in a 
block 114 to produce destination message 98'' and that ''[mjessages 98 are tefbimatted to 
meet the particular requirements of fte service provider for a selected destination 
device. . . That is» Moran is concerned with reformatting the text of an email message to 
comply with a service provider's protocol for tmnsmitting text to a destination device 
serviced by the service provider. Moran's reformatting the text of an email message is 
not transcoding a digital object as claimed in the present application Moran dxereibre 
does not teach each and every element of indqwndcnt claim 1 and the rejection should be 
withdrawn. 

The Office Action at page 4 states that Moran at paragraph 0038 teaches: 

displaying the transcoded email message (e.g. destination message) on the 
destination displ^ device ( [0038]). . .[emphasis added] 

Claim 1 of the present application, however, claims displaying a transcoded digital 
object, not displaying a transcoded email as cited by the Office Action. As mentioned 
above, an email is not a digital object as claimed in the present application. Displaying 
the transcoded email message as cited by the Office Action does not teach displaying a 
transcoded a digital object as claimed in the present application. In addition, what 
paragraph 0038 of Moran actually teaches is 'that "data extractor and message 
reformatter 96 will reformat e-mail message 75 in a block 114 to produce destination 
message 98." That is, Moran at paragraph 0038 is concerned with reformatting an email, 
not displaying a transcoded digital object. In feet, paragra|>h 0038 never once mentions 
'displaying^ anything. Moran's refomiatting an email does not teach displaying a 
transcoded digital obgect on a destination display device as claimed in the present 
application. Moran therefore does not teach eadi and every element of independent 
claim 1 and the rejection should be witiidrawn. 
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Segur 

Regarding the lejcction of claim 1, the Office Action at page 4 also states that Segur at 
reference numbers 10, 16, 12, and 14 teaches: 

receiving through a transcoding gateway (10) aoti email message (16, 12, 
14 all electronically sent mail messages including email video mail and 
voice mail)... 

The OfHce Action therefore takes the position that reference numbers 12 and 14 of Segur 
teach the email message of claim 1 of the present application. What ref5M:ence numbers 
12 and 14 of Segur actually teach according to column 2, lines 3-4, are *'video mail 
messages 12" and 'Voice mail messages 14." The first element of claim 1 of the present 
application claims "^receiving. . .an email message," not a video mail message and not a 
voice mail message. The video mail message of Segur and the voice mail message of 
Segur do not teach an email message as claimed in the present applicatioa 

In addition, the OfHce Action takes the position that reference number 10 teaches the 
transcoding gateway of claim 1 of the present application. What reference number 1 0 of 
Segur actually teaches according to column 1, line 66-67, is a "multi-format 
communications client-server 10/' According to Segur at column 2, lines 62-63, the 
multi-format communications client-server "converts stored text messages (e.g., email, 
fax) to voiced messages." Segur at column 2, line 65, through column 3, line 2, also 
states that the multi-format communications client-server "converts messages in a first 
data format to a second data format. For instance, the data conversion processor would 
convert from a pager data format (pager data) to an email data format." In other words, 
the multi-format communications client-server of Segur converts the text of an email 
message to a synthesized voice message and to text for display on other devices. Claim t 
of the present application claims transcoding a digital object, not converting the text of an 
email message. As mentioned above, a digital object as claimed in the present 
application is not the text of an email message. Transcoding a digital object as claimed in 
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the present application therefore cannot be Scgur's converting the text of an email. 
Because Segur does not teach transcoding a digital object, Segur cannot teach a 
transcoding gatesvay. Segur^s multi-format communications client-server therefore does 
not teach a transcoding gateway as claimed in the present application. Segur therefoTc 
does not teach each and every element of independent claim 1 and the rejection should be 
withdrawn. 

The Office Action at page 4 states that Segur at reference numbers 12, 1 4, and 16 
teaches: 

wherein the email message (16, 12, 14 all electronically sent mail 
messages including email, as well as video mail and voice mail) comprises 
at least one digital object (e.g. In the case of email messages video and 
voice mail, a digital object is a voice and video component transmitted 
with the message respectively) having a digital object type (e.g. types 
includes voice, video, text etc associated with the message). 

The Office Action therefore takes the position that reference numbers 12 and 14 of Segur 
teach "an email message" of claim 1 of the present application. What reference numbers 
12 and 14 of Segur actually teach according to column 2, lines 3^, are ^Sddeo mail 
messages 12*' and 'Voice mail messages 14." The first element of claim I of the present 
application claims ^'receiving. ..an email message,** not a video mail message and not a 
voice mail message. An email message is completely different that a video mail message 
or a voice mail message. The email message of Segur conveys text to the recipient while 
Segur's voice and video mail messages convey audio data, alone or in combination with 
video data. The video mail message of Segur and the voice mail message of Segur do not 
teach an email message as claimed in the present application. 

The Office Action states at page 4 that "[i]n the case of email messages video and voice 
mail, a digital object is a voice and video component transmitted with the message 
respectively..." Applicants respectfully disagree with the Office Action's assertion. An 
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email message as cljiimed in the present application includes at least one digital object. 
NotMng in Segur, however, teaches that the video mail message or voice mail message is 
included in an email message. In fact, Segur at column 1, line 67, through column 2, line 
69 indicates diat video mail messages and voice mail messages are from different sources 
and have different formats than email messages by stating: 

The client-server 10 receives mess£^es fh)tn a variety of sources in a 
variety ofcommunication formats (plurality of data formats). For 
instance^ a subscriber may receive video mail messages 1 2, voice mail 
messages 14, electronic mail mess^es 16, pager messages 18, broadcast 
service messages 20, PDA messages 22 and fax messages 24. 

Seguf s listing video mail messages, voice mail messages, and email messages as 
examples of messages from dififerent sources and having different formats demonstrates 
that voice mail messages, video mail messages, and email messages eire distinct types of 
messages. Because voice mail messages, video mail messages, and email messages are 
distinct types of messages, Segur teaches away from the idea that voice mail messages 
and video messages are included in an email message. Segur*s voice mail messages and 
Segur's video mail messages therefore do not teach a digital object as claimed in the 
present application. Segur therefore docs not teach each and every element of 
independent claim 1 and the rejection should be withdrawn. 

The Combination Of Foladare. Moian, and Seeur 
Does Not Teach All Of ACT}Hcants^ Claim Limitations Of Claim 4 

Claim 4 of the present application claims: 

4. The method of claim 1 wherein displaying the transcoded digital 
object on the destination display device further comprises writing the 
transcoded digital object to display memory. 
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Regarding the rejection of claim 4, the Of&ce Action at page 5 states that Foladare at 
reference number 203, column 3, lines 34-40, and columu 4, lines 22-26, teaches: 

wherein displaying the traascoded digital object on the destination display 
device further comprises >vriting the transcoded digital object to display 
memory (Foladare et al. - 203, col. 3 1 34-40, col. 4 1. 22-26)... 

What column 3, lines 34-40, of Foladare actually teaches is that 'the centralized 
electromc mail device 160 s^ds portions of the electron mail message stored in memory 
to the designated electronic mail receiving devices 120-150." As mentioned above, the 
centralized mtail device of Foladore parses an incoming email into portions and forwards 
those portions to various mail receiving devices. 

What reference 203 and column 4, lines 22-26, of Foladare actually teach is that "[t]he 
centralized electronic mail device 160 includes ... a memory 203" such that "memory 
203 contains control programs for controlling the operation of the centralized electronic 
mail device 160 and provides a storage for electronic mail message data and profile 
information retrieved from the profile database 165." The ^memory 203' of Foladare 
therefore stores the computer program instructions for parsing an incoming email into 
portions and forwarding those portions to various mail receiving devices and stores data 
retrieved from a database. Clfidm 4 of the present application claims writing the 
transcoded digital object to display memory, not storing data retrieved from a database 
and not storing computer program instructions for parsing and forwarding portions of an 
email. Foladare's storing of data retrieved from a database and of such computer 
program instructions does not teach writing the transcoded digital object to display 
memoiy as claimed in the present application. 
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No Reasonable Expectation Of Success In The 
Proposed Combination Of Foladate. Moran, and Secur 

To establish a prima facie case of obviousness, there must be a reasonable expectation of 
success in the proposed combination of Fcladare, Moran, and Segur. In re Merck & Co., 
Inc., 800 R2d 1091, 1097, 231 USPQ 375. 379 (Fed. Cir. 1986). The present application 
is entitled ''Routing Digital Email Objects Withm A Client Device" and independent 
claim 1 includes 'transcoding a digital object in dependence upott the display format 
attributes of the destination display device. . Foladare discloses a centralize mail 
device that parses incoming email messages and forwards those portions to various mail 
receiving devices. Foladare at column 3, lines 15-16 and lines 37-39. Moran discloses a 
third party message rerouting/refomiatting service that reformats the text of an email 
message for viewing by various wireless devices. Moran at reference number 70 and 
paragraphs 0030 and 0038, Segur further discloses a multi-format communications 
client-server that converts the text of an email message to a synthesized voice message 
and to text for display on other devices, Segur at reference number 10 and column 2, 
lines 62-63, and column 2, line 65, through column 3, line 2. The centralized mail device 
of Foladare, the third party message tetouting/rcformatting service of Moran, and the 
multi-format conmaunications cljerot-server of Segur will not work to transcoding a digital 
object in depeiMlence upon the display format attributes of the destination display device 
as claim in the present application. The proposed combination of Foladare, Moian, and 
Segur tihierefore cannot siq>port a prima facie case of obvioumess. The rejection should 
be withdrawn and the case should be allowed. 

No Suggestion Or Motivation To Combine 
Foladare, Moran, and Segur 

There is no suggestion or motivation to combine Foladare, Moran, and Segur. To 
establish a prima facie case of obviousness under 35 U.S.C, § 103 there must be a 
suggestion or motivation to combine Foladare, Moran, and Segur. In re Vaeck, 947 F.2d 
488, 493, 20 USPQ2d 1438, 1442 (Fed Cir, 1991). The suggestion or motivation to 
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combine Foladare, Moran, and Segur must come from the teaching of either Foladare, 
Moran, or Segur themselves, and the Examiner must. Absent such a showing, the 
Examiner has impermissibly used "hindsight* ' occasioned by Applicants^ own teaching to 
reject the claims. In re Surko, 1 1 F.3d 887, 42 U.S.P.Q.2d 1476 (Fed. Cin 1997); In re 
Vaeck 947 F,2d 488m 20 US.P.Q.2d 1438 (Fei Cir 1991); In re Gorman, 933 F.2d 
982, 986, 18 U.S.P.Q.2d 1885, 1888 (Fed. Or. 1991); In re Bond, 910 F.2d 831, 15 
U.S.RQ.2d 1566 (Fed. Cir. 1990); In re Laskawski, 871 F,2d 1 15, 1 17, 10 U.S^,Q.2d 
1397, 1398 (Fed- Cir. 1989). 

The Office Action states no rationale for motivation to combine Foladare, Moran, and 
Segur other than an assertion at page 4, which states: 

It would be obvious to one of ordinary skill in the art at the time of the 
invention to modify Moran et al by Segur in order to translate a message 
(e.g. which includes voice, video, text objects) in a format required by a 
user (col. 4 11. 10-20) and further it would be obvious to one of ordinary 
skill in the art at the time of the invention to modify Foladare et al, by 
transcoding email message based on display format attribute taught by 
Moran et al. in view of Segur in order to allow users to send message from 
their devices to other service provider devices that contain different 
attributes than the sending device (abs, col. [0008][030]). 

The office action fails to explicitly poiirt to the teacWiDs within Foladare, Moran, or Segur 
suggesting the proposed combination. Without more, the rejection should be withdrawn. 

The actual disclosure of Foladare, Moran, and Segur do not suggest the proposed 
combinations. Column 4, lines 1 0-20, of Segur discloses "a multi-format 
communications client-server and method ftat reduces the number of potential message 
source and translates these message to the fomiat presently lequhed by the user." 
Paragraph 0008 of Moran discloses that **[i]t would therefore be desirable to pix)vide a 
scheme that would provide a much bi^er degree of cnws-compatibility for SMS 
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messaging between users having different service providers." Paragnqph 0030 of Moran 
discloses that "[m]es$ages 98 arc reformatted to meet the particular requirements of the 
service provider for a selected destination device, capabilities of the destination device, 
and any applicable rules coirespondbig to the initial sender user and/or service provider," 
Segur^s multi-fonnat communications client-server» Moran's disclosure of providing 
cross-compatibility for SMS messaging between users having different service providers, 
and Moran's refbnnatted messages do not suggest to one of orditiary skill in the art the 
combination of Foladare, Moran, and Segur. The Office Action has Imperaiissibly used 
hindsight occasioned by Applicants* own teaching to reject the claims. The proposed 
combination of Foladare, Moran, and Segur therefore cannot support a prima fiicie case 
of obviousness. The rejection should be withdrawn and the case should be allowed. 

Relations Among Claims 

Independetit claim 1 claims method aspects of routing digital email objects within a client 
device according to embodiments of the present invention. Independent clmms 6 and U 
respectively claim system and computer program product aspects of routing digital email 
objects within a client device according to embodimrats of the present invention. Claim 
1 is allowable for the reasons set forth above. Claims 6 and 1 1 are allowable because 
claim 1 is allowable. The rejections of claims 6 and 11 therefore should be withdrawn, 
and claims 6 and 11 should be allowed. 

Claims 4, 9, and 14 depend respectively from independent claims 1 , 6, and 1 1 . Each 
dependent claim includes all of the limitations of the independent claim from which it 
depends. Because the combination of Foladare, Moran, and Segur does not teach or 
suggest each and every element of the independent claims, so also the combination of 
Foladare, Moran, and Segur cannot possibly teach or suggest each and every element of 
any dependent claim. The rejections of claims 4, 9, and 14 therefore should be 
withdrawn, and these claims also should be allowed. 
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Foladara Moran. Segur. and Tsai 

Claims 2, 3, 5, 7, 8, 10, 12, 13, and 15 stand rejected for obviousness under 35 U.S.C § 
103(a) as being unpatentable over Foladaie, et al. (U,S. Patent 6,31 1,210), in view of 
Moran. et al., (U.S. Pub. 2003/0104827), in view of Segur (U.S. Patent 6,212,550), and 
further in view of Tsai (U.S. Patent 6,839.741). The proposed combiTOtion of Foladare, 
Moran, Segur, and Tsai cannot establish a prima facie case of obviousness because the 
proposed combination does not teach each and every element of the claims of the present 
application, there is no suggestion or motivation to make the proposed combination, and 
there is no reasonable ^pectation of success in the proposed combination of Foladare, 
Moran, Segur, and Tsai. The combination of Foladare, Moraa, Segur, and Tsai therefore 
does not establish a prima fecie case of obviousness. The rejection of claims 2, 3, 5, 7, 8, 
10, 12, 13, and 15 should therefore be withdrawn and the case should be allowed. 

Pie Combination Of Foladare, Moran, Segur. and Tsai 
Does Not Teach All Of Ano ltcants^ Claim Limitations Of Claim 2 

To establish a prima facie case of obviousness, the proposed combinati on of Foladare, 
Moran, Segur, and Tsai must disclose all of Applicants' claim limitations. In re Royka, 
490 F.2d 981, 985, 180 USPQ 580. 583 (CCPA 1974), Claim 2 of the present application 
claims: 

2. The method of claim 1 wherein the transcoding gateway comprises 
an email client, a web browser, and an HTTP server. 

Regarding the rejection of claim 2, the Oflfice Action at page 5 states that Tsai at 
reference numbers 112, 108, 106, 84, and 86 teach ^'a transcoding gateway." That is, the 
Office Action takes the position that reference numbers 1 12, 108, 106, 84, and 86 of Tsai 
teach '^a transcoding gateway" from independent claim I on which dependent claim 2 
depends. The transcodmg gateway as claimed in the present application operates by 
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"transcoditxg the digital object in dependence upon the display fonnat attributes of a 
destination device...." What reference number 1 12 of Tsat actually teaches according to 
column 6y Imes 55-57, is a "converter 1 12 for converting the attachments from a native 
format into an HTML fonnat." Tsai's converting attachments ftom a native format into 
an HTML format cannot be transcoding a digital object in dependence upon the display 
format attributes of a destination device as claimed in the present application* Tsat's 
converting an attachment does not occur **in dependence upon the display format 
attributes of a destination device." In feet* converting the attachments from a native 
format into an HTML format does not take into account a destination device at all. 
According to Tsai at Figure 7, the 'converter 1 J 2* of Tsai is included in an 'attachment 
server 90' that also includes 'email gateway code 108,* *web server code 106/ 'web 
fecowscr 84,' and 'email program 86.' The Office Action appears to rely only on 
^converter 1 12* of Tsai that converts attachments from a native format into an HTML 
format to teach transcoding a digital object as claimed in the present application. 
Because Tsai's converting attachments from a native format into an HTML format is not 
transcoding a digital object, the converter of Tsai does not teach a transcoding gateway as 
claimed in the present application. 

The OfiSce Action on page 5 relies on the combination of Foladare, Moran, and Segur to 
teach all elements of claim 1 incorporated into dependent claim 2 other than the 
transcoding gateway. Regarding the transcoding gateway, the Office Action also cites 
Tsai as a teaching reference. As explained above, Tsai does not teach a transcoding 
gateway as claimed in the present application. As also discussed above, the combination 
of Foladaxe, Moran, and Segur does not teach the elements of claim 1 of the present 
application, either as listed in claim 1 or as incorporated into claim 2. The Office Action 
therefore has not provided a combination of references that teaches all the elements of 
independent claim 1 of the present application. Because the Office Action does not teach 
all the elements of independent claim 1 , the proposed combination of Foladare, Moian, 
Segur, and Tsai cannot teach all of the limitations of claim 2 of the present application. 
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The Combinatioii Of Foladare, MoratL Seiair, and Tsai 
Does Not Teach All Of Appli cants^ Claim Limitations Of Claim 3 

To establish a prima fecie case of obviousness, the proposed combination of Foladare, 
Moran, Segur, and Tsai must disclose all of Applicants" claim limitations. In re Royka^ 
490 F,2d 981, 985, 1 80 USPQ 580, 583 (CCPA 1974). Claim 3 of the present application 
claims: 

3. The method of claim 1 wherein the a cUent device comprises a 
display device and a microcomputer, wherein the microcomputer further 
conqprises the transcoding gateway, an email client, a web browser, and an 
HTTP server» wherein the transcoding gateway, the email client, the web 
browser, and the HTTP server are coupled for data communications. 

The OfiGice Action on page 6 relics on the combination of Foladare, Moran, and Segur to 
teach all elements of claim 1 incorporated into dependent claim 3 other than the 
transcoding gate^y. The Office Action also cites Tsai as disclosing a tmnscoding 
gateway. As explained above, Tsai does not teach a transcoding gateway as claimed in 
the present application. As al so discussed above, the combination of Fokdare, Moran^ 
and Segur does not teach the elements of claim 1 of the present application, either as 
listed in claim 1 or as incorporated into claim 3. Tte Office Action therefore has not 
provided a combination of references that teaches all the elements of independent claim 1 
of the prcsOTt application. Because the Office Action does not teach all the elements of 
independent claim 1 , the proposed combination of Foladare, Moran, Segur, and Tsai 
cannot teach all of the limitations of claim 3 of the present application. 
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The Combination Of Foladare. Moran. Sb ^. and Tsai 
Does Not Teach AU Of Aoplicante' Claim Limitations Of Claim 5 

To establish a iwima facie case of obviousness, the proposed combination of Foladare, 
Moran, Segur, and Tsai must disclose all of Applicants' claim limitations. In re Royka, 
490F.2d981,985, 180 USPQ 580, 583 (CCPA 1974). Claim 5 ofthe present application 
claims: 

5* The method of claim 1 wherein displaying the tianscoded digital 
object on the destination display device fuither comprises sending the 
transcoded digital object to a Irowser. 

The OfEce Action on page 7 relies oi> the combination of Foladare, Moran, and Segur to 
teach all elements of claim 1 incorporated into dependent claim 5 other than the 
transcoding gateway. The Office Action also cites Tsai as disclosing a transcending 
gateway on page 6. As explained above, Tsai does not teach a transcoding gateway as 
claimed in the present application. As also discussed above, the combination of Foladare, 
Moran, and Segur does not teach the elements of claim 1 ofthe present application, either 
as listed in claim I or as incorporated into claim 5. The Office Action therefore has not 
provided a combinati on of references that teaches all the elements of independent claim 1 
ofthe present application. Because the OfBce Action does not teach all the elements of 
indepdwient claim I, the proposed combination of Foladare, Moran, Segur, and Tsai 
cannot teach all of the limitations of claim 5 ofthe present application. 

No Reasonable Expectation Of Success In The 
Proposed Combination Of Foladare, Mor an, Setnir, and Tsai 

To establish a prima fecie case of obviousness, there must be a reasonable cjqjectation of 
success in the proposed combination of Foladare, Moran, Segur, and Tsai. In re Merck & 
Co., Inc.. 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed Cir. 1986). TTie present 
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application is entitled ""Routing Digital Email Objects Within A Client Device" and 
independent claim 1 includes "transcoding a digital object in dependence upon the 
display format attributes of the destination display device. . . .'^ Foladare discloses a 
centralize mail device fhat parses incoming email messages and forwards those portions 
to various mail receiving devices. Foladare at column 3, lines 15-16 and lines 37-39* 
Moran discloses a third party message rerouting/reformatting service fhat reformats the 
text of an email message for viewing by various wireless devices, Moran at reference 
number 70 and paragraphs 0030 and 0038. Segur further discloses a multi-fonnat 
communications client-server that converts the text of an email message to a qmthesized 
voice message and to text for display on other devices, Segur at reference number 1 0 and 
column 2, lines 62-63, and column 2, line 65, through column 3, line 2. Tsai discloses a 
converter for converting email attachments from a native format into an HTML fonnat. 
Tsai at reference number 1 1 2 and column 6, lines 55-57. The centralized mail device of 
Foladare, the third party message rerouting/reformatting service of Moran, the mul ti- 
fonnat communications client-server of Segur, and the converter of Tsai will not work to 
transcoding a digital object in dependence upon the display fonnat attributes of the 
destination display device as claim in the present application. The proposed combination 
of Foladare^ Moran, Segur, and Tsai therefore cannot support a prima facie case of 
obviousness. Hie rejection should be withdrawn and the case should be allowed. 

No Suggestion Or Motivation To Combine 
Foladar e^ Mnran^ Segur, and Tsai 

There is no suggestion or motivation to combine Foladare, Moran, Segur, and Tsai, To 
establish a prima facie case of obviousness under 35 U.S.C. § 103 there must be a 
suggestion or motivation to combine Foladare, Moran, Segur, and Tsai. In re Vaeck, 947 
F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir- 1991), The suggestion or motivation to 
combine Foladare, Moran, Segur, and Tsai must come jGrom tiie teaching of either 
Foladare, Moran, Segur, or Tsai themselves, and the Examiner must explicitly point to 
the teaching within Foladare, Moran, Segur^ or Tsai suggesting the proposed 
combination. Absent such a showing, the Examiner has impermissibly used ^'hrndsig^f 
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occasioned by Applicants' own teaching to reject the claims. In re Surko, 1 1 F.3d 887, 
42 U.S.P.Q.2d 1476 (Fed. Cir. 1997); In re Vaeck, 947 F.2d 488m 20 U.S.P.Q.2d 1438 
qjed. Cir, 1991); /«« Gorman. 933 F.2d 982, 986, 18 U.S.P.Q.2d 1885, 1888 (Fed. Cir. 
1991); In re Bond. 910 F.2d 831, 15 U.S.P.Q.2d 1566 (Fed. Cir. 1990); In reLaskmvski. 
871 F.2d 115, 1 17, 10 U,S.P.Q.2d 1397. 1398 (Fed. Cir. 1989). 

The OfSce Action states no rationale for motivation to combine Foladaie, Moran, S^ur, 
and Tsai other than an assertion at page 6, wliich states: 

It would be obvious to one of ordinary skill in the ait at the time of the 
invention to modify Foladare el al. in view of Moran et al. in view of 
Segur by having a transcodmg ^eway w*lch comprises an email client, 
web browser and HTTP Server, as taught by TSAI in order to fedlitate the 
presentaticm of email attachments on local email clients and web-based 
em«l clients received by a recipient (col. 2 U. 1 11. 6-9, col. 2 U. 7-13). 

The office action fiiils to explicitly point to the teaching within Foladare, Moran, or Segur 
suggesting the proposed combination. Without more, the rejection should be withdrawn. 

TTie actual disclosure of Foladare, Moran, and Segur do not suggest the proposed 
combinations. Column 2, line I, of Tsai discloses that Tsai's "electronic mail message 
includes both text and an attachment." Column 2, lines 6-13, of Tsai discloses the 
following: 

In accordance with another aspect of the present invention, an attachment 
for an electronic mail message is stored on a first computer system. The 
electronic mail message is sent without the attachment from a sender to at 
least one recipient on a second computer system. The recipient is enabled 
to remotely access the attachment of the fixst computer system from the 
second computer system. 
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Tsai's electronic mail message and system for distributing and providing access to 
electronic mail message attachments do not suggest to one of ordinary skill in the art the 
combination of Foladare, Moran, Scgur, and Tsai. The Office Action has impemissibly 
lased "hindsight" occasioned by Applicants' own teaching to reject the claims. The 
proposed combination of Foladare, Moran, Scgur, and Tsai therefore cannot support a 
prinm facie case of obviousness. The rejection should be withdrawn and the case should 
be allowed 

Relations Among ClaiTn ,;; 

Claim 2 claims method a^ects of routing digital emaiJ objects withm a client device 
according to embodiments of the present invention. Claims 7 and 12 respectively claim 
system and computer program product aspects of routing digital email objects within a 
client device according to embodiments of the present invention. Claim 2 is allowable 
for the .reasons set forth above. Claims 7 and 12 are allowable because claim 2 is 
allowable. The rejections of claims 7 and 12 therefore should be withdrawn, and claims 7 , 
and 12 should be allowed. 

Claim 3 claims method aspects of routing digital email objects within a client device 
according to embodiments of the present invention. Claims 8 and 13 respectively claim 
system and computer program product aspects of routing digital email objects within a 
client device according to embodiments of the present invention. Claim 3 is allowable 
for the reasons set forth above. Claims 8 and 13 are allowable because claim 3 is 
allowable. The rejections of claims 8 and 13 therefore should be withdrawn, and claims 8 
and 13 should be allowed. 

Claim S claims method aspects of routing digital email objects within a client device 
according to embodiments of the present invention. Qaims 10 and 15 respecti vely claim 
system and coniputer program product aspects of routing digital email objects within a 
client device according to embodim ents of the present invOTtion. Claim 5 is allowable 
for the reasons set forth above. Claims 10 and 1 5 are allowable because claim 5 is 
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allowable. The rejections of claims 10 and 15 therefore should be withdrawn, and claims 
10 and IS should be allowed. 



Conclusion 

Claims 1, 4, 6, 9, 11, and 14 stand rejected for obviousness under 35 U.S.C § 103(a) as 
being unpatentable over Foladare, etaL (U.S. Patent 6,311^110), in view of Moran, ei a!., 
(U.S. Pub. 2003/0104827). and in view of Segor (U.S. Patent 6^1.2,550). As explained 
above, the combination of Foladare, Moran, and Segur does not establish a prima &cie 
case of obviousness. The rejection of claims 1, 4, 6, 9, 11, and 14 should tfaetefore be 
withdrawn, and the claims should be allowed. Applicants request reconsidemtion of 
claims 1, 4, 6, 9, 1 1, and 14 in U^t of the present remarks. 

Claims 2, 3, 5, 7, 8, 10, 12, 13, and 15 stand rqected for obviousness under 35 U.S.C § 
103(a) as being unpatentable over Foladare, et al. (U.S. Patent 6,3 1 1 ,210), in view of 
Moran, e/a/., (U.S. Pub. 2003/0104827), in view of Segur (U.S. Patent 6,212,550), and 
further in view of Tsai (U.S. Patent 6,839,741), As explai^d above, the combination of 
Foladare, Moran, Segur, and 1^ does not establish a prima fecie case of obviousness- 
The rejection of claims 2, 3, 5, 7, S, 10, 12, 13, and 15 should iherefore be wdthdrawn, 
and the claims should be allowed. Applicants request reconsideration of claims 2, 3, 5, 7, 
8, 10, 12, 13, and 15 in light of the present remarks. 
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